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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than ttiree months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communication(s) filed on 12Mav 2005 , 
2a)n This action is FINAL. 2b)l21 This action is non-final. 

3) D Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) 7-19 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-6 and 20-24 is/are rejected. 
?)□ Clalm(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) E The drawing(s) filed on 10 October 2003 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objfection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fornn PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)l3AII b)n Some *c)n None of: 

1 M Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) n Interview Summary {PTO-413) 

Paper No(syMail Date. . 

5) n Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademartc Office 
PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group I in the reply filed on 12 April 2005 is 
acknowledged. The traversal is on the ground(s) that, in spite of their different classifications, 
evaluation of all three groups would not provide an undue burden on the Examiner. This is not 
persuasive because the inventions have acquired a separate status in the . art constitutes a prima 
facie showing of a serious burden on the Examiner. Moreover, the inventions have acquired a 
separate status in the art as was shown by their different classification. See MPEP § 803. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 7-19 are withdrawn from further consideration pursuant to 37 CFR 1 . 142(b), als 
being drawn to a nonelected invention, there being no allowable generic or linking claim- 
Applicant timely traversed the restriction (election) requirement in the reply filed on 12 April 
2005. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S. C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Claim Objections 

4. Claims 23 and 24 are objected to because of the following informalities: there is no 
period (.) at the end of these claims. See MPEP § 608.0 l(m). Appropriate correction is required. 
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Claim Rejections - 35 USC§102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the inventian was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the IMted States. 

6. Claims 1, 5, and 21 are rejected under 35 U.S.C. 102(b) as being anticipated by Fuse et 
al (U.S. Patent 5,045,421). 

Fuse et al. teach an electrophotography photoreceptor comprising a conductive base, a 
charge transport layer, and a charge generation layer (column 2, lines 25-3 1). The charge 
transport layer may be formed on the substrate and the charge generation layer may be formed on 
the charge transport layer (column 8, lines 3-8). The charge transport layer comprises an 
aromatic carboxylic compound, a charge transport material, and a binder resin (column 3, lines 
36-40). The aromatic carboxylic conq)ound reads on the first charge transport compound 
because it is present in the charge transport layer. Moreover, the compound should be soluble in 
an acetate solvent, under the hke-dissolves-like principle, because both the coiipound and the 
solvent contain -COO groups. The binder is present in an amount of 32-77 wt% (i.e. from 
100/3 10 to 100/130) of the charge transport layer (column 7, lines 53-61). In the embodiment of 
Example 1, a cylindrical substrate (i.e. a drum) was coated with a charge transport layer that 
comprised the carboxylic conq)ound and a hydrazone compound (column 8, line 66-column 9, 
line 15). Hydrazone compounds are taken to be inherently insoluble in an acetate solvent 
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because the instant application cites a hydrazone conpound as insoluble in an acetate solvent 
(see paragraph 0022). 

Claim Rejections - 35 USC §103 
1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this tiUe, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1, 4, 5, and 21 are rejected under 35 U.S.C, 103(a) as being unpatentable over 

Fuse et al. (U.S. Patent 5,045,421), 

Fuse et al. teach the limitations of claims 1, 5, and 21, as outlined above. However, in the 
event that the carboxylic con5)ound is not soluble in an acetate solvent. Fuse et al. further teach 
that the charge transport material is at least one of a Markush group (implying that it can also be 
more than one) that contains both hydrazone con5)ounds and stilbene conqjounds (claim 5). Just 
as hydrazone compounds are taken to be intrinsically insoluble in an acetate solvent based on the 
instant disclosure, so too are stilbene confounds taken to be soluble in an acetate solvent (see 
paragraph 0021 of the instant specification). 

Because Fuse et al. teach the that all the members of the Markush group are functionally 
equivalent for use as the charge transport material, one of ordinary skill in the art would have 
found it obvious to use any member of the disclosed Markush group including a combination of 
hydrazone and stilbene. 
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Regarding claim 4, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to optimize the relative amounts of the different charge 
transport materials, since it has been held that discovering an optimum value of a result effective 
variable involves only routine skill in the art. 

9. Claims 2 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fuse et 
al. (U.S. Patent 5,045,421) in view of Itoh et al (U.S. Patent 5,013,623). 

Fuse et al. teach all the limitations of claims 2 and 23, as outlined above except for the 
particular stilbene conq)ound recited in the claims. However, Fuse et al. do teach the use of a 
mixture of stilbene and hydrazone materials for use in the charge transport layer (see claim 5). 

Itoh et al. teach a stilbene compound that may be used as a photoconductive substance 
(column 2, Unes 15-40). The specific conq)ound of instant claim 23 is disclosed as Example I- 
(1) (column 6, line 10). The photoreceptors formed with the conpound have high sensitivity and 
endurance with substantially no reduction in sensitivity after repeated use (column 1, line 65- 
column 2, line 5). 

One skilled in the art would be motivated to use the stilbene compound of Itoh et al. in 
the photoreceptor of Fuse et al. to yield a product with high sensitivity and endurance and 
substantially no reduction in sensitivity after repeated use. 

10. Claims 3, 6, and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fuse 
et al. (U.S. Patent 5,045,421) in view of Mott et al. (U.S. Patent 6,066,426). 
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Fuse et al teach all the limitations of claims 2 and 23, as outUned above except for the 
particular hydrazone compound recited in the claims. However, Fuse et al. do teach the use of a 
mixture of stilbene and hydrazone materials for use in the charge transport layer (see claim 5). 

Mott et al. teach a hydrazone charge transport compound that reads on the material of 
instant claim 3 (column 2, lines 1-43). The specific compound of instant claim 24 is disclosed as 
formula (2) in column 3. A barrier layer may be apphed over the photoreceptor (column 2 1 , 
lines 40-55). The invention of Mott et al. provides a photoreceptor featuring a combination of 
good mechanical and electrostatic properties, resulting in high quality images even after repeated 
cycling (column 19, line 63-column 20, line 33). 

One skilled in the art would be motivated to. use a barrier layer and the hydrazone 
compound of Mott et al. in the photoreceptor of Fuse et al. to yield a product with a combination 
of good mechanical and electrostatic properties, resulting in high quality images even after 
repeated cycling. 

1 1 . Claims 20 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Swanke 
(U.S. Patent 3,619,050) in view of Fuse et al. (U.S. Patent 5,045,421). 

Swanke is directed to an electrophotographic apparatus comprising an 
electrophotosensitive member, a charging station, an exposure station, a developing station, a 
transfer station, and a cleaning station (column 1, hnes 26-46). The apparatus comprises a 
removable cartridge containing the electrophotosensitive member (column 2, lines 8-54). 

Swanke is silent as to the conq)osition of the electrophotosensitive member. 
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Fuse et al. teach an electrophotography photoreceptor conprising a conductive base, a 
charge transport layer, and a charge generation layer as outhned above. The photoreceptor 
shows low residual potential and is excellent in charge-ability even if used repeatedly (column 8, 
lines 10-17). 

One skilled in the art would be motivated to use the electrophotography photoreceptor of 
Fuse et al. as the electrophotosensitive member of Swanke because it shows low residual 
potential and is excellent in charge-ability even if used repeatedly. 



Double Patenting 

12. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public poHcy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed Cir. 1985); In re Van Omum, 686 
F,2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 R2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1,32 1(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
appUcation. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attomey or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully conq)ly with 37 
CFR 3.73(b). 

13. Claims 1-3 and 6 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-5 of copending 
Application No. 10/674,786. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the inventions of instant claims 1-3 and 6 represent a 
genus of which the inventions described by claims 1-5 of Application No. 10/674,786 are 



species. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993). Claims 1-5 of 
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Application No. 10/674,786 are directed to a multilayer photoconductor conqjrising a charge 
transport layer having two different charge generating materials. In claim 5, the first charge 
generating material is the same as that of instant claim 2 (therefore soluble in an acetate solvent) 
and the second charge generating material is the same as that of instant claim 3 (therefore 
insoluble in an acetate solvent). 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



14. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Ramsey Zacharia whose telephone number is (571) 272-1518. 
The examiner can normally be reached on Monday through Friday from 9 to 5. 

If attenqDts to reach the examiner by telephone are imsuccessful, the examiner's 
supervisor, Carol Chaney, can be reached at (571) 272-1284. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for impublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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